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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E0 Responsive to communication(s) filed on 8/1/2005 , 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) KI Claim(s) 1-13.15-19 and 21-23 is/are pending in the application. 
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5) Kl Claim(s) 11-13.15-19 and 21-23 is/are allowed. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1. Claims 1 1-13, 15-19 and 21-23 are allowed. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Applicants has not pointed out where the amended (or new) claim is supported, nor 
does there appear to be a written description of the claim limitation "wherein at least one of Ri, 
R 2 , R3, R4 R5, R7 and R 8 is halogen and at least one of Ri, R 2 , R3, R* Rs, R7 and R 8 is the 
alkoxy group" found in the application as filed. See particularly MPEP 2163.04. This is the 
added amendment to claims 1 and 3 by applicants. This subspecies is not clearly taught in the 
original claims or specification. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 4-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claims 4-7 require that a compound with "at least one of Rj, R2, R3, R* Rs, R6, R7 
and R 8 is halogen and at least one of Rj, R 2 , R3, Rt R5, R*> R7 and Rg is the alkoxy group" yet 
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the compounds used in claims 4-7 to make the compound do not yield such an compound. Thus, 
what is meant by this limit with respect to instant claims 4-7 is unclear. 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1. Claims 1-3, 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Erdmann (3,295,974). With respect to instant claims 1-3, and 10, the epoxy resins of Erdmann 
teach the compound of applicants' claims 1-2. What is not dislosed explicitely is a resin with 
both an alkoxy group and a halogen present as required in the newly amended claims. The 
Erdmann resins fall within the range of instant n, in col. 1, lines 1 1-57, wherein Erdman n = 
instant n -1 as shown by the formula set forth in col. 1, and the molecular weight set forth by 
instant claims 2 and 21 with cited weights of 5800, 2200, 3600, 1200, etc. The TABLE of 
Erdmann discloses 1, 4, 7-8, 10, 12-20, 22-29 to be compounds with mixtures of R groups 
showing that more than one R group can be present on the resins of Erdman. The R groups can 
be different and in col. 1, liens 43-45 are taught as alkyl, cycloalkyl, alkenyl, alkozy, carbaloxy 
or notiro groups, etc. In the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. In re Werthheim, 541 F.2d 
257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 UAPQ2d 1934 (Fed. Cir. 
1990). See particularly MPEP 2144.05. Thus, the formation of any of the resins with mixtures 
of any of the R groups would have been prima facie obvious to obtain a light sensitive material. 
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With respect to instant claims 2, 8 and 21, the molecular weights of the resins of Erdman fall 
within the range of 650 to 13,000 as disclosed in col. 7, lines 43-45 which makes obvious the 
overlapping range of 800 to 20,000 found in applicants' invention. With respect to instant 
claims 3,8-10, while Erdman does not specifically disclose how their resins were individually 
made, in col. 4, he disclosed that the resins are made reacting the unsaturated dihydroxy aromatic 
ketone, of which 22-29 examples would generate the instant compounds, with epichlorhydrin in 
the presence of a basic condensation agent such as an alkali metal or an alkaline earth metal 
hydroxide, i.e. an alkali metal salt, with water and/or an organic solvent such as an aliphatic 
alcohol to aid in the reaction. In view of ethanol being an aliphatic alcohol cheaply obtained and 
sodium hydroxide and potassium hydroxide being the commonly used alkaline earth metal 
hydroxide, the use of either or both in making the epoxy chalcone resins of Erdman would have 
been prima facie obvious in view of Erdman teaching the general procedure for forming his 
resins by using aliphatic alcohols and alkaline earth metal hydroxides. 

2. Applicant's arguments filed August 1, 2005 have been fully considered but they are not 
persuasive. Applicants argue that Erdman et al gives insufficient motivation to form the now 
claimed compound and method of making. The examiner notes that Erdman et al as the same 
level of motivation to make the compound as do applicants in their original claims and 
disclosure. The rejection is made new in view of applicant's amendments and is held as valid as 
applicant's support for the material claimed. 

3. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR LI 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Hamilton whose telephone number is 571-272-1331. 
The examiner can normally be reached on Monday through Friday 9:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner 's 
supervisor, Cynthia H. Kelly can be reached on (571) 272-0729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
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Cynthia Hamilton 
Primary Examiner 
Art Unit 1752 



